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DETAILED ACTION 
Continued Examination Under 37 CFR 1. 1 14 

1 . A request for continued examination under 37 CFR 1.114, including the fee set 
forth in 37 CFR 1.17(e), was filed in this application after final rejection. Since this 
application is eligible for continued examination under 37 CFR 1 .1 14, and the fee set 
forth in 37 CFR 1 .17(e) has been timely paid, the finality of the previous Office action 
has been withdrawn pursuant to 37 CFR 1.114. Applicant's submission filed on 8/9/04 
has been entered. 

2. The text of those sections of Title 35, U.S. Code not included in this action can 
be found in a prior Office action. 

Status of the Claims 

Claims 1-46 and 49-56 are currently pending. 

Claims 37-39, 43-46, 49 and 53-56 are under consideration. 

Claims 1-36, 40-42 and 50-52 are withdrawn from consideration as being directed to a 
nonelected invention. 

Election/Restrictions 

Applicant's election with traverse of Group III (claims 37-49) in Paper No. 5 is 
acknowledged. Applicant's further election of 

a. DNA (as specific type of reagent); and 

b. Supports (claims 43-45; as barrier species 
which reads on claims 37-39, 43-46, 49 and 53-56. 

The requirement (as modified above) was previously made FINAL. 
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3. Claims 1-36, 40-42 and 50-52 are withdrawn from further consideration 
pursuant to 37 CFR 1 .142(b) as being drawn to a nonelected invention. 

Withdrawn Objection(s) and/or Rejection (s) 
Upon further consideration applicant's arguments and amendment were found 
persuasive with regard to the following prior art rejections: 

The separate prior art rejections over the Chin et al. and Shalon et al. WO 
95/35505 (12/95) references which fail to teach "dissociation" and "transfer" of the 
reagents to the corresponding biological target. 

The Sabatini art rejection has been modified in response to applicant's 
amendment and arguments already of record. 

Outstanding Objection (s) and/or Rejection (s) 

4. Claims 54-56 are rejected under 35 U.S.C. 102(e) as being anticipated by 
Sabatini US Pat. No. 6,544,790 (4/03: filed 9/99). 

Claim 54 is drawn to a method of contacting 2 or more reagents with 1 or more 
biological targets comprising: 

a. providing an array of 2 or more reagents; 

b. providing 1 or more biological targets on said array and "contacting" the 
target(s) with 1 or more reagent(s); 

c. applying 1 or more "conditions"; 

d. 1 or more ("some or all") reagent(s) "dissociate" from its array and "transfers" 
to a "corresponding biological target". 
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Sabatini teaches both a method and apparatus for making (micro)arrays 
comprising "two or more reagents" (e.g. DNA/RNA: bottom of col. 1 to top of col. 2 ) 
and "one or more barriers ... wherein each portion is maintained at predefined positions 
... portions is adapted to be brought into contact with one or more predefined biological 
targets" in which the "barrier" comprises a "solid support" (e.g. any "flat surface" 
including slides made of glass, polystyrene, plastic,, microtiter plates etc. which can be 
polymer coated e.g. with polylysine; or bottom of wells in multi-welled plates: see col. 2; 
10, 16). The Sabatini reference further teaches "providing one or more biological 
targets" which include cells grown on "growth supports" and/or applied 
(seeded/adhered) to the DNA/RNA reagent while employing growth medium (DMEM) 
(e.g. see col. 4; ). The Sabatini reference further teaches the making of support 
immobilized addressable targets (e.g. cells) within the scope of the presently claimed 
invention (e.g. ... "distinct and defined areas of a lawn of cells": see col. 14, especially 
lines 13-16 and figures especially fig. 4a) for transfection with arrayed DNA (e.g. 
transfer of reagent DNA to target cell). The Sabatini reference method further teaches 
the use of "one or more conditions" to promote transfection (e.g. see col. 1, especially 
lines 30-40) including electroporation (e.g. electric pulse) as a condition to facilitate 
transfer (e.g. transfection) of the DNA/RNA into the target cell (s). See also figures and 
patent claims. It is noted that the Sabatini reference teaches DNA spotting (e.g. see 
col. 5) e.g. a "lipid-DNA embodiment" and "gelatin DNA" embodiment utilizing supports 
(e.g. slide) and modification thereof (e.g. using polylysine) within the scope of the 
presently claimed invention to result in transfection which requires the "transfer" of 
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reagent DNA to cellular (e.g. eukaryotic: see col. 2) target thus rendering "dissociation 
from the barrier (e.g. reagent support) necessarily inherent. 

New Objection (s) and/or Rejection (s) 
Claim Rejections - 35 USC § 112 

5. The following is a quotation of the first paragraph of 35 U.S.C. 112: 

The specification shall contain a written description of the invention, and of the manner and process of 
making and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the 
art to which it pertains, or with which it is most nearly connected, to make and use the same and shall 
set forth the best mode contemplated by the inventor of carrying out his invention. 

6. Claims 37-39, 43-46, 49 and 53-56 are rejected under 35 U.S.C. 112, first 
paragraph, as failing to comply with the written description requirement. The claim(s) 
contains subject matter which was not described in the specification in such a way as to 
reasonably convey to one skilled in the relevant art that the inventor(s), at the time the 
application was filed, had possession of the claimed invention (NEW MATTER 
REJECTION). 

A. In claims 37, 53 and 54 (and claims dependent thereon), the term "providing one or 
more said biological targets on a target support' ; "biological target immobilized on said 
target support"; "target support' and " separating said target support from said array \ to 
the extent that the "support" (which is broadly defined for immobilizing the reagent) is 
broader than "growth support" the increase in breadth beyond growth support 
constitutes new matter. Additionally, separating "target supports" from the array is not 
described. In applicant's amendment, Applicant has failed to indicate where said 
support exists. 
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B. In claims 37 and 54 (and claims dependent thereon), the phrase "applying one or 
more conditions" to the extent that this term is broader than "applying one or more 
conditions to one or more of said reagent portions to facilitate ... transfer ...reagent 
portions ... to corresponding target" the increase in breadth constitutes new matter. In 
other words the application of one or more conditions is limited to its specifically 
described purpose (e.g. as described and originally claimed e.g. see original claim 48). 
In applicant's amendment, Applicant has failed to indicate where said support exists. 

C. In claims 37 and 54 (and claims dependent thereon) the phrase "... dissociates from 
said barriers ..." does not find specification or original claim support. In fact, the 
specification indicates (e.g. in non-transfection embodiments) that covalent or strong 
non-covalent reagent immobiliation is desirable (e.g. see bottom of specification page 
20 to page 21). In this regard, the claim is NOT limited to DNA or Transfection, but 
reads on any reagent or assay embodiment. In applicant's amendment, Applicant has 
failed to indicate where said support exists. 

Claim Rejections - 35 USC § 102/ §103 
7. Claims 37, 43-46 and 53-55 are rejected under 35 U.S.C. 102(a,b,e) as being 
anticipated by Palsson US Pat. 5,811,274 (9/98). 

Claim 54 is drawn to a method of contacting 2 or more reagents with 1 or more 

biological targets comprising: 

a. providing an array of 2 or more reagents; 

b. providing 1 or more biological targets on said array and "contacting" the 
target(s) with 1 or more reagent(s); 
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c. applying 1 or more "conditions"; 

d. 1 or more ("some or all") reagent(s) "dissociate" from its array and "transfers" 
to a "corresponding biological target" . 

Claim 37 further requires that: 

a. the biological target is attached (e.g. immobilized) to a "target support" 

b. designating an address for both the reagents and for the target(s); and 

c. "corresponding" (prior to "contacting") 1 or more reagent(s) to 1 or more 
targets based on the designated reagent/target addresses. 

Palsson teaches a method of contacting 2 or more reagents with 1 or more 
biological targets comprising: 

a. providing an array of 2 or more reagents (e.g. "particles": see col. 4 and patent 
claims) on a coated (e.g. polylysine) or uncoated "support" (e.g. cell growth support: see 
col. 5, especially lines 38- including membranes i.e. porous). 

b. providing 1 or more biological targets (e.g. eukaryotic cells: see col. 5) for 
contacting the reagent array in which the 'biological targets" can be "localized" for 
contacing and/or immobilized (e.g. attached ) to a support (e.g. see col. 3, especially 
lines 30-40); 

c and d.. applying 1 or more "conditions" to promote contact, dissociation and 
transfer (e.g. transfection) (e.g. see bottom of col. 7-col. 8) of the particle DNA into the 
cell(s) into the corresponding target cell(s). See also examples and patent claims. 

The reference provides for the separation of the reagent array from the target. 
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The reference examples illustrate the monitoring of transfection efficiency 
through assays requiring the designation and corresponding of array locations spacially 
for both the reference reagent and target (if immobilized). 

8. Claims 37-39, 43-46, 49 and 53-56 are rejected under 35 U.S.C. 1 03(a) as being 
unpatentable over Palsson US Pat. 5,81 1 ,274 (9/98) in view of Sabatini US Pat. No. 
6,544,790 (4/03: filed 9/99). 

The Palsson reference teaching discussed above is hereby incorporated by 
reference in its entirety. 

The Palsson reference teaching differs from the presently claimed invention by 
failing to teach applying electric impulses (e.g. elecroporation) to the reagent as one of 
the conditions (e.g. present claims 49 and 56). 

Electroporation is a conventional means of promoting transfection as illustrated 
by the Sabatini reference (e.g. see col. 1, especially lines 30-40). 

Accordingly, it would have been obvious to one of ordinary skill in the art at the 
time of applicant's invention to modify the Palsson reference (see Paulson at col. 8: 
which incorporated "standard" tranfection conditions) in order to further promote 
transfection efficiency. 
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9. Claims 37-39, 43-46, 49 and 53-56 are rejected under 35 U.S.C. 103(a) as 
being unpatentable over Sabatini US Pat. No. 6,544,790 (4/03: filed 9/99).in view of 
Palsson US Pat. 5,81 1 ,274 (9/98) and/or Lockett et al. US Pat. No. 5,854,224 (12/98). 

Claim 54 is drawn to a method of contacting 2 or more reagents with 1 or more 

biological targets comprising: 

a. providing an array of 2 or more reagents; 

b. providing 1 or more biological targets on said array and "contacting" the 
target(s) with 1 or more reagent(s); 

c. applying 1 or more "conditions"; 

d. 1 or more ("some or all") reagent(s) "dissociate" from its array and "transfers" 
to a "corresponding biological target". 

Claim 37 further requires that: 

a. the biological target is attached (e.g. immobilized) to a "target support" 

b. designating an address for both the reagents and for the target(s); and 

c. "corresponding" (prior to "contacting") 1 or more reagent(s) to 1 or more 
targets based on the designated reagent/target addresses. 

Sabatini teaches both a method and apparatus for making (micro)arrays 
comprising "two or more reagents" (e.g. DNA/RNA: bottom of col. 1 to top of col. 2 ) 
and "one or more barriers ... wherein each portion is maintained at predefined positions 
... portions is adapted to be brought into contact with one or more predefined biological 
targets" in which the "barrier* comprises a "solid support' (e.g. any "flat surface" 
including slides made of glass, polystyrene, plastic,, microtiter plates etc. which can be 
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polymer coated e.g. with polylysine; or bottom of wells in multi-welled plates: see col. 2; 
10, 16). The Sabatini reference further teaches "providing one or more biological 
targets" which include cells grown on "growth supports" and/or applied 
(seeded/adhered) to the DNA/RNA reagent while employing growth medium (DMEM) 
(e.g. see col. 4; ). The Sabatini reference further teaches the making of support 
immobilized addressable targets (e.g. cells) within the scope of the presently claimed 
invention (e.g. ... "distinct and defined areas of a lawn of cells": see col. 14, especially 
lines 13-16 and figures especially fig. 4a) for transfection with arrayed DNA (e.g. 
transfer of reagent DNA to target cell). The Sabatini reference method further teaches 
the use of "one or more conditions" to promote transfection (e.g. see col. 1, especially 
lines 30-40) including electroporation (e.g. electric pulse) as a condition to facilitate 
transfer (e.g. transfection) of the DNA/RNA into the target cell (s). See also figures and 
patent claims. It is noted that the Sabatini reference teaches DNA spotting (e.g. see 
col. 5) e.g. a "lipid-DNA embodiment" and "gelatin DNA" embodiment utilizing supports 
(e.g. slide) and modification thereof (e.g. using polylysine) within the scope of the 
presently claimed invention to result in transfection which requires the "transfer 15 of 
reagent DNA to cellular (e.g. eukaryotic: see col. 2) target thus rendering "dissociation 
from the barrier (e.g. reagent support) necessarily inherent. Following transfection, the 
slide may be removed for further processing (e.g. "separating target support from said 
array" claim 53). See e.g. examples. 

The Sabatini reference differs from the presently claimed invention by plating the 
"target" cells directly onto the "reagent" (array) without the use of a "target" support. 
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However, the Lockett reference teaches a transfection method (e.g. see 
TRANSFECTION example col 12-13) which formulates a target cell array (e.g. 8x9 
array of wells in a microtiter dish seeded with cells) prior to DNA transfection in order to 
locate the cell in a spatially positioned (e.g. address) manner for ease of identification. 

Alternatively, the Palsson reference teaches a method of promoting transfection 
efficiency by providing a reagent array (e.g. "particles" comprising DNA) and target cells 
attached to supports (e.g. see col. 3) as compared to prior art "indirect methods" which 
require random contact between DNA containing "particles" and target cells. More 
specifically, Palsson teaches a method of contacting 2 or more reagents with 1 or more 
biological targets comprising: a. providing an array of 2 or more reagents (e.g. 
"particles": see col.4 and patent claims) on a coated (e.g. polylysine) or uncoated 
"support" (e.g. cell growth support: see col. 5, especially lines 38- including membranes 
i.e. porous); b. providing 1 or more biological targets (e.g. eukaryotic cells: see col. 5) 
for contacting the reagent array in which the 'biological targets" can be "localized" for 
contacing and/or immobilized (e.g. attached ) to a support (e.g. see col. 3, especially 
lines 30-40); c and d.. applying 1 or more "conditions" to promote contact, dissociation 
and transfer (e.g. transfection) (e.g. see bottom of col. 7-col. 8) of the particle DNA into 
the cell(s) into the corresponding target cell(s). See also examples and patent claims. 
The Palsson reference provides for the separation of the reagent array from the target; 
and the reference examples illustrate the monitoring of transfection efficiency through 
assays requiring the designation and corresponding of array locations spatially for both 
the reference reagent and target (if immobilized). 
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Accordingly, the Lockett and Palsson reference taken separately or in 
combination provide motivation to one of ordinary skill in the art to modify the Sabatini 
method by utilizing a target support in order to: 

a. spacially address the target for improved identification (e.g. with the reagent) as 
taught by Lockett; and/or 

b. to improve transfection efficiency as taught by Palsson. 

Thus, it would have been prima facie obvious to one of ordinary skill in the art at 
the time of applicant's invention to modify the Sabatini reference to utilize a target 
attached to a support for purposes of improving assay identification and/or promoting 
transfection efficiency. 



Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Bennett Celsa whose telephone number is 571-272- 
0807. The examiner can normally be reached on 8-5. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Andrew Wang can be reached on 571-272-081 1 . The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 



Conclusion 




Bennett Celsa 
Primary Examiner 
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